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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . Claims 1-4 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
The claim states that the cavity is exhausted directly by the vacuum apparatus without 
passing through any vacuum lines or conduits. Yet, it is CLEARLY marked that there is 
an exhaustion channel (3) in the specification and the drawing leading from the cavity to 
the vacuum. This contradicts the claimed invention. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The claim states the vacuum tank is connected to the cavity 
via an exhaustion channel. However, the parent claim of claim 3 states that the "air 
and/or fluid inside the cavity is exhausted directly by said vacuum apparatus without 
passing through any vacuum lines or conduits". This is in conflict with the exhaustion 
channel as conduits, lines, and channels are passageways. 
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4. Claims 2 and 3 have invoked means plus function pursuant to 35 U.S.C. 1 12, 
sixth paragraph. Where means plus function language is used to define the 
characteristics of a machine or manufacture invention, claim limitations must be 
interpreted to read on only the structures or materials disclosed in the specification and 
"equivalents thereof." (Two en banc decisions of the Federal Circuit have made clear 
that the Office is to interpret means plus function language according to 35 U.S.C. 112, 
sixth paragraph. In the first, In re Donaldson, 16 F.3d 1189, 1193, 29 USPQ2d 1845, 
1848 (Fed. Cir. 1994), the court held: 

The plain and unambiguous meaning of paragraph six is that one construing 
means-plus-function language in a claim must look to the specification and interpret that 
language in light of the corresponding structure, material, or acts described therein, and 
equivalents thereof, to the extent that the specification provides such disclosure. 

The claims have invoked 112, sixth paragraph, by claiming exhaustion means for 
exhausting in a short period of time. The specification describes the structure with the 
gas vent (4), channel (3), vacuum tank (31), space (34), and vacuum circuit (34). These 
elements and how they are constructed is claimed in the exhaustion means. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ozeki (4997026) in view of Lebensfeld (5453000). 

Ozeki teaches a gas venting apparatus for a molding apparatus, where a vacuum 
apparatus (100; gas venting device) is within the die apparatus (1) in close proximity to 
the cavity (4) and circumferentially above the cavity (Fig. 1) and air is exhausted directly 
by the vacuum apparatus, a valve (106) is provided for opening and closing of the 
passage of the exhaustion channel, the exhaustion channel being the channel that 
leaves from the chamber (13) towards the exhaustion channel, or exhaust port (110). 

Ozeki fails to teach a vacuum tank and the tank being at least a larger than a 
total volume capacity of the cavity plus said exhaustion channel. 

However, Ozeki does teach a vacuum apparatus located in the die apparatus. 
Lebensfeld teaches a molding apparatus wherein the mold (80) is in close proximity to 
the vacuum tank (61) (Fig. 14-18). The pump is located inside the housing (12) of the 
apparatus along with the mold (80). One of ordinary skill in the art would recognize of 
the placement of the vacuum tank of Lebensfeld adjacent to the exhaust port (110) of 
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Ozeki as it would allow for the tank to be placed within the die apparatus since the 
Lebensfeld invention calls for the vacuum tank to be within the housing of the die 
apparatus. It can be construed as being in close proximity with the cavity. In regards to 
cirucumferentially above the cavity, the tank of Lebensfeld has the equivalent function 
whether it is located adjacent or circumferentially above the cavity. 

It would have been obvious to one of ordinary skill in the art to modify Ozeki with 
the tank as taught by Lebensfeld because it allows for portability of the entire apparatus 
in a single housing. 

In regards to the product, Ozeki and Lebensfeld both teach a unitary molded 
product being produced. Both references are capable of creating a disc-shaped product 
it is merely a change in shape of the molding surface. The shape of the molding 
surface in creating the shaped product is a design choice of the user. 

In regards to the size of the vacuum tank, it would have been obvious to one 
skilled in the art to change the size of the tank for the desired vacuum effect on the 
cavity it is merely relative size. Lebensfeld also teaches the use of the tank for 
producing a partial vacuum in the cavity. Thus, a larger tank size for achieving a 
complete vacuum of the cavity. 

In regards to the "without passing through any vacuum lines or conduits", the 
vacuum apparatus (100) is placed directly with the cavity as seen figure 1 , so the air 
and/or fluid of the cavity will be exhausted directly by the vacuum apparatus (100). 
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Allowable Subject Matter 

8. Claims 2 and 3 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

9. The following is a statement of reasons for the indication of allowable subject 
matter: The prior art of record fails to teach the structure taught that includes the 
exhaustion means as defined by the specification. 

Response to Arguments 

1 0. Applicant's arguments filed 1/28/2005 have been fully considered but they are 
not persuasive. The applicant's argument concerning the 35 U.S.C. §112 rejection 
have not been obviated, the arguments concerning the definition by Lebensfeld has 
been noted. However, the terms of vacuum lines or conduits [emphasis added] are 
broad enough that this contradicts with the claimed structure. If the applicant's can view 
a dictionary such as Webster's Ninth New Collegiate Dictionary (1985), one of the 
definitions of conduit is "a natural or artificial channel through which something (as a 
fluid) is conveyed". The rejection on the claims for 35 U.S.C. §112 stands. 

The applicant's argument concerning Osada and Lebensfeld focuses on the 
positioning of the vacuum tank apparatus in proximity to the cavity and the lack vacuum 
lines or conduits. However, while the applicants try to distinguish a vacuum line and 
conduit, there is little difference from this from an exhaustion channel, as it is any 
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passageway that provides for the air/fluid to pass through and in this particular case, to 
vent away from the cavity. The location of the tank of Lebensfeld close to the cavity 
within the housing and it has the same functionality. Osada as applicants have pointed 
out still teaches, even if it does not show, a vacuum system. This can be interpreted by 
one of ordinary skill in the art to the various devices that can be utilized for vacuum, 
including a vacuum tank, which is extremely well known in the vacuum arts. The 
argument concerning close proximity is noted, however, lebensfeld teaches close 
proximity of the vacuum tank. The argument concerning a child's toy of Lebensfeld is 
noted, however it is more of an intended use argument. It is still a molding apparatus 
that allows the emphasis on portability and the concept of incorporation of the elements 
together into an integral unit is an obvious design choice of 

The arguments on pages 10-12 are noted, however the arguments of scale and 
the use of the materials are not persuasive. Examiner is not persuaded about the 
different types of material used since Lebensfeld is used for the vacuum elements in the 
mold and NOT for what or how the material is molded. Both references incorporate 
vacuums and said vacuum systems are connected to a mold cavity. These are 
important and relevant to one skilled in the art and the use of one of device that is in 
close proximity to the mold can be portability issue for saving space on the factory, 
thereby negating the scale argument. 
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Conclusion 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Emmanuel S. Luk whose telephone number is (571) 

272- 1 134. The examiner can normally be reached on Monday-Thursday 8 to 5 and 
alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra N. Gupta can be reached on (571) 272-1316. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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